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REMARKS 



Hon mims 1-44 and 47-49 are now 
Cairns 45 an, 46 have been 108 . 1T . „. ,9.20. 21. 

pending " the ^P B « ,lon - C,al ™ '_\/ ' „' 41 ' 42 43 , 47. 48, and 49 have been 
reconsideration of the c,„ms as amended are resp.ct.uily requested. 

^r™ S o Bl ec, S to claims a and * under 3, cm ,.7-B as being in 
impr0 pe form because a muttlple dependent claim should oniy refer .0 other cla.ms.n 
I lrnative. Claims 8 and 27 nave been amended and no ,on 9 er refer .0 two c,a,ms. 
The amendments place claims 8 and 27 in proper form. 

REJECTIONS -DOUBLE PATENTING 

2) E— reacts aaims „9 under the « ' 
pate n,n 9 as being unpatentable - ^ „ 

Applicants traverse the rejection. Examiner states. Aim y 
no identical, they are no, patently distinct from each other because mey app. 
to be drawn .0 the same maize seeds, piants. plan, parts and — J" ^ S 
claimed plants and the patented plants have different des,gna„ons. The des,gnauon 
PH6ME the rnstan,,. claimed cultivar is arbitrary assigned, and does no prov^e 
any paLtabie distinction from *e cuitivar ciarmed in 056. PH1EM Any feren^ 
JwLn PH6ME and PH1EM are due to minor morphological ™»^™J° 0. 
confer patentable distinction.- Applicants poin, ou, that me designa on ™»f<*** 
Ttantly Calmed cu,«var is no. arbitrarily assigned. PH6ME seed has been deposed 
I ,hl ATCC and ,he spe~ and the appropnate ^Z ~^ 
include ,he ATCC deposit number Applicants also po,n, 0 , that he J*» e 
between PH6ME and PH1 EM are no, "minor morphological var,at,ons On page ,7. Imes 
5 o the spe— it s,a,es that PH6ME is best suted to be used as a maie ,0 
producng hybnds In coiumn ,0. lines 51-53 o, ft. '058 patent i, states that PHtEM 
oTs suited o be used as a female for producing hybnds. Other differences are taken 
Z "1 1 o, the Won. Pages ,8-20, and Table 1 0, the ,56 patent, columns 
11-15 and are listed in the following table. 
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I PH6ME T Wcolor is light 9' Gen -j 

, Silk color is pink "T^TT^r is _. I 



PHI EM J 



"Silk color is pink "Anther color is red 



Anther c olor is yellow — (ight gr e en _| 



Glume color is piflk 



i ^'ui < v^.w^r^ ^ _ Tassel length is 62 cm long ^ ^ j 

ITasseTiength is 50 cm lo^g ^.^^—^ , 

rT^Fari^r and Kemel rot resi^nc^core — . — ^f^rVr feadirig .core j 

-^r^^ £ ^ r Tco^r ^in5 sco re [3-^g_ 



Th e examples an, the Us, are no, e— bu, .bey 

io ,en„ons are no. me same. Nor are they minor variations ^ 

Examiner goes on .o - «, -a .^^T^^ ,e «™ 

mcCO c a nd breedinq programs involving PH6Mh or piani* 
from crosses and breeding p y produced by 

oroduced by genetic transformation of PH1 EM. Appnu*iK» k 
h » Applets submit tha, PH6ME ,s dear,, differentiated from PH1BL 
O ne woX -1 - obtain PH6ME through mCiftcation - the maize inbred augh 
7 056 because PH6ME comprises a unique and nonobvious comb,nat,on of 
,n patent 056 because PHb pneME are 

previously unknown and nonobvious geneto. Further, plants 
Lo cteany differentiated. The com genome contains enormous comply, and ,. , 
' , pt ib e the, the daimed plants dehved trcm PH6ME oouid have «en priced 
« use - PH6ME. in parser, PH1EM could not be substituted as the sta in 
matena, to produce the claimed plants denved from PH6ME. Per example, a P ant.^ 
Ton cro Jawa, from PH6ME would retain, on average. 50% o, its gene„c contnbu,,n 
cm PH6ME These genetics would comphse (inKage groups and polymorphism 
ZuTpHSME - it woutd be impossible ,0 complete,, remove the —on of 
PH6ME to » progeny within ,one Reding ^ ^ ^ „„, 

Examiner goes on to state that, ine y 
pa.entabMstinc, ,rom the patented methods, as the plants used in the m~ 
no, pa.en.ably dis,inC, and involve the same steps." AppHcants pen, ou, that 

breeding process. The Accents have assembled a unigue comb,na„on of gene«s 
PH 1, L benefits those using PH6ME as starting materia, in a breeding program. 
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ta state that "The claims of '056 include a method of 
Examiner goes on to sia . morphological 
p^ucin, . m- p,an, ceasing ^ . r^apta U» * ed ^ 

p and p^c- o, W i : lan o at plants produ oed oy 

a tra ns g ene, * a non-tra,— plaotof .« PH EM^ ^ 

^ ouiFM olant w th a norvtransiormeu n k 
crossing a transformed PH1EM plant ^ ^ 

plants with a single gene conversion. ...A patent issu g ^ 
wou ,d then effective, extend the term of ^J^J^'^ of 
PH6ME and PH1EM are not the "^^^^ pla , uprising a 
PH1EM Applicants further point out that PH6ME is not a 

«*i«n Please see evidence of such, stated above, 
single gene conversion. Please see ev Fxamiri er reconsider 

in light of the above, Applicants respectfully request the Examiner 

. h™*« 1 49 due to double patenting or provide some clear 
and withdraw the rejector, to claims 1 -49 due v 
evidence to establish why PH6ME wouid have been obv,ous over PH1EM. 
Kaplan, 789 F. 2d 1580,229 U.S.P Q. 683. 

REJECTIONS UNDER 35 U.S.C. § 112, SECOND PARAGRAPH 

^Examiner rejects claims 1-49 under 35 U.8.C. 112. second paragraph a 
b6ing 1L for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Examiner states that, "The recitation 'PH6ME' in claims 1. 6. 12, 14. 21 25 . 
33 37 4^.4 and 44-46 render the c,a,m S and those dependent thereon mdef.n.te. 
« n me 'PH6ME' * not Known in the art. the use of said name does not car, 

:;; C o g n, Z ed — as , *. ^ or ^*^7™:z 

associated with that denomination.... Amending claims 1. 6. 21. 25 ^ 
indude recite AT CC deposit number — - = 

h^n deposited would overcome the rejection. Claims l. t>. 

The station has also beeh amended to .nctude the terms oC the depos,, <or 
The specn . n (Ms response . These 

PH6ME. A copy of the ATCC deposit receip, a 

actions obviate the ration ierm5 and 

Fxaminer states that, "In claims 14, co, 41 , ^ a, diw 

-v -I rr-r^::::--'.; 
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, s „ maize piant o, da.m 2. - ^^IZZ^ traits when denned a, 
PHSME <ra,ts which are no. <*• » ™ P ental condillons . s a,d 

*. 5% si g n«i=ance ,eve, and when ,- « •• -■ rf 1W Msed on 

PH6ME ,ra«s seieoed W « , haL, mo,s,ure * ^ 

the compare M ** Ra, ;: y S ^0, ^nce, Norths Lea, «*. 

yield. Fusarium Ear Mold res.stance. Gray Lea P ^ 
esistance, rt* resistance, and areola ™ " in .he development 
a , lea8 , two PH6ME trarts were no, e*^* «-« „ ^ 

defl „ e ,he,ra„ S o,PH 6 ME tha cou ^ ^ from 

Applicant have amended the dam using _ |n ^ 

PHSME traits when defined « a «t ^ £ s(andards aga , s , 

specification pages 39-55, ,he tables show mean *a Th 

the listed traits shooid be Compaq are comparison o, 

by PH6ME or a ^ V"*** from " " "* » Table 2A the 

under 0th8 r similar environment , ^ F U sari u m ear 

aaB shw ; rrj^rns^ - fc . - - M - 

and kernel rot than HM^4C. me hp DV/fl i lia ts the traits of two 

ondina. *. in the art o, pian, — ^ ^ „ sig „ 

inbred m3, Z e,,nes,ode,ermine ^ 

Deyebfimeni ( 1 9 &7 > renr wrKw „ arfn rmance arnonq lines is due 

m«.n S of estimating whether variation in performance among 
test provide a means ot esumdimy A mD v of Fehr, pages 

amended require that tne lum* 

me ,ha, W are direc. = ^ 

rpsoectively. However, claims 1b ana cso u 
progra m o, Cms 15 an 3^ V ^ ^ ^ progranl . 

methods not programs. It is suggest 
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h th method-" Claims 16 and 35 have been 
inline1 of dB,n,s 16 and 35 be replaced w.th^etho, . 

so amended thus obviating the rejection gnd 49: the cla.ms are indefinite for 

Examiner states that, "In claims 1 9 20 48 ^ ^ ^ 

T u„ Haim«; indicate that tney die unc 
improper antecedent bas.s. The cla-ms ^ ^ ^ ^ ^ ^ fo ^ 

conversions) of claims 18 or 47. However. ^ ^ ^ ^ 

,. ante - AoDlicants have amended claims iy diw 

plants. Applican mclairn 47 thus obviating the rejection. 

claims 48 and 49 that depend from cla.m 47 tQ ^ 

scants point 0, that ^£^^^**>n2 
words "of regenerate" and now read, A tissue cu.ture 

Applicants point cu. that claims 5 and »™ ^ (or 

, he - an d inserted ms words -o, me tissue cuitur ^ Th- am ^ ^ 
drift** purposes. Amendments to claims 11. 12. 13. . 
made for clarification purposes also. 

PACTIONS UNDER 3 5 U.S.C. , 112. RRST P«W«PH ^ 

:rr;:r=:r-r:-jr- 

dated August 6, 2002, that, ....mew man ipulated to be male 

male sterile. The specirication discuss. ^ , he ^^i an d 

stenle (page 2. line 21 to page 3^ ^ „ does „ te 

physiological ^ - T^* « „ specimen desert how plants 
, nat it is male sterile. Applicants point „,„„„ 21 to page 3, line 14, but 

may be manipulated to be male sterile, not only on page ^* » « 
- on page 1. iine 35 through - 1 , „ 32-3, Itslates, 

^^..i^^.Hi^i— h P-; ^ 32 ^ (h ; ugh routine nation o, 
•It should be understood lhat the mo embodiments 
cy ,„ pl asmic or other factors, be produced ,n a male- .enle o _ 
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ma ,e s,eri,„y. gene„c male stehlity. £ ^ _ one of ordinary 

OT ,„ give examples and reference.. These P s ^ ^ 22 

« i„ the ar, an. are routine ^^^ 2 (21) , wh6re i„ said .an, has 

, s for a breeder of ordinary skill in the art to make ^ 
- noted ,n the spec^on, %£Z^"Z>«»»'>~« 

created and — ^ ° pe d. 1 inbred line is useful for two purposes: ,„ to 
a paten, app,«,on- ' ^ b , Mdjng matena , (or the deve,opment 

make commercial hybnds. and (2) as a sou ^ ^ g ^ 

of new inbreds that re,ain its desired character*^ A bre 

, . . *, PHfiME would be greatly advantaged by being awe 10 u 
^ Similar trarts » es arranged , nro ugh Applicants' 

as sorting matenat Th s s beoeu^ g ^ ^ ^ _ 

breeding efforts, and „xed ,n PH6ME can bem ^ ^ ^ 

feeder of ordinary ski,, ,n ,he a, or ^ ^ ^ ^ 

desired an eady ma,uri,y version of PH6ME^he Pre ^ ^ 

earner maturing variety, select for progeny « h at ,e s two ^ 
a ,so express eady maturity, and continue **ng for ,N ra,K o 

- "* matur, ^^^S - - - ~ 

r^rr-Tr^. - *~ - « - - • «■» - - 

effQrt " ,nn th P claims for lack of written description, the Examiner 

— *. ^ ~Jffi£ one ancLr is ,e corn varie, 
gene converses, * ^ ^ ^ traits o( tne 

PH6ME. other than ^MEW*^ progeny 0 , that cos, are unknown, 

corn plants that are crossed with PHoMfc. ^ 
and me description of progeny and descendants o, corn plan, 
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,. . PH6ME is no, indicative of th. description of p.an.s and seed 
The description of PH6ME ^^^s. The 

pro duced by the breeding programs an a « *e ^ ^ 

listed in claims 14, 33. 41. «. . numerous corn 

„, anofher plan, is not sufficient information to y Two p , ant 

p, a „ts express a, least two o, the same traits as ho* pressed » 
rate do no, provide any description of the other ^^J^L, other than 
^med plan* rented the genes gover.. , = = ^ . „ 

T T^S^— «s in common PH6ME. a 
p,an, des, na« I PH E<* Re , ative Matunty r^ng System fro 

relative maturity of 109 based on 

harvest moisture of grain, and above average resistance to Gray Leaf Spot P 
M 10, tines 52-62). The instantly dM com plants couid have PH1 M a a 
Tces.or as we,, as PH6ME, ,n which case the relative maturity and Gray Lea, Sp Uo^ 
eZie oou,d have been inherited from PH1EM. The «™ 
tnal do not have to express any o, the traits that are expresse PHSME 

Applicants note that Examiner's comments represent P 
u ndocuI,ed change of patent office poiicy. In numerous 

orotecttm of germptasm and progeny claims, including cases allowed after the rccenty 
protection oi ge p previously required by jbe 

^fS; eason I using traits asa means o, deacon is because i, was and 
" Lnoiogically impossible to sequence the entire genome of a spe« 
„ , was possible to sequence; the genome of a vane.y. PH6ME could be 
.escribed and compared ,o the prior art to identify its unique genetic 

^e combinations, and presumably, Calms ,0 progeny retaining . ose U ™que 
oeneic aspects would be aliowed by thepatent office. This wouid be analagous to me 

any plan, comprising a specific tranSgene. Applicants assert that the ,a , a 
e*no,ogica, toois do no, exist to fully deschbe the unique character,^ o, th u 
etome f PH6ME does no, m,*e the progeny »nes derived .herefrom any less er. 
J Zuale patent pro.ec.ion. „ Is ,h* purpose o, the paten, law ,0 P-c n and 
useful processes, composes o, ma,,e, and improvemen,s .hereof. 35USC . 
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This si.ua.ion ,s somewha, anaiagous ,0 Ex Parte Tanksley. 37 ™-< » ^ 

,n m^irL*, desired ,ba, Tanksley claim a-rding » data I 

|„ that case the E ^ ^ ^ of , he pnor art 

"better characterize the cDNA clones aiiu 

j . . a , , , (iret „ ra graph written description rejection. The Board held that 
and issued a 1 1 2 first paragrap anM || an ts amend their claims 

section 112 rejection amounts to a requirement,. that the appellants am 
n t sp Cified manner.,We r,nd no language In®. sta,ute or case law which would 
upp rt hat requirement" The Board, in treahng the section 112 first paragraph 
ZL as a 112 second paragraph rejection, held that "in our judgement^ a patert 
applicant is entitled to a reasonable degree of Wude in complying w„h the se^nd 
paltph of 35 U S.C. 112 and the examiner may no. die*., the literal terms of the 

a patent applicant must comp.y with 35 US.C 1 1:2. second paragraph, but just how the 
applicant does so, within reason, is withWapplicahrs discretion ' Id. at 1 386. 

Applicants have amended claims^. 33 and 36 to limit the progeny covered to 
those within a pedigree distance o, two crosses away from PH6ME. Calm 41 is limited 
t0 one cross away from PH6ME by virweof dependency. Within the plan, breeding arts 
breeders use pedigree as a means to characterize lines in reference to their progenitors. 
To those of ordinary skill in the art, this rtca.es that a line fewer crosses away from a 
starting line will be, as a whole, more highly related to the starting line. Thus, the work 
of the original breeder in developing the starting line will be retained in the closely 
related progeny. More specifically, traits and linkage groups present in PH6ME will be 
retained in progeny the, are within 2 outcrosses from PH6ME. Applicants submit .ha, 
charac.eriza.ion of tie P-ogeny o. PH6ME by virtue of their filial relationship ,s clearly 
within reason. No. only are filial descriptions used by breeders to evajuate materials for 
use in their breeding programs, but it is standard practice within the plan, breeding 
industry for licensor's of inbred maize^nes K> retain a royaKy from lines developed 
through the use of .heir mbreds Those royalties are, in almos. all cases, based on the 
fflia, relationship between the iicensedMnbred used in breeding and the progeny line 
commercialized. This provides evidence that those of ordinary skill in the art of plant 
breeding describe progeny in terms of pedigree, 

Applicants also note that .he mere fact that the progeny have not been created 
does no. prevent .hem from being pa.en.ed. As stated in MPEP 2,63 <3) (a). 'An 
invention may be complete and ready for pa.en.ing before i. has actually been reduced 
,o practice" As stated in the written descrip.ion guidelines "an applicant shows 
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■ f n hv describ-nn the claimed invention with all its 
possession of the claimed .nventon by -descnb^ ^ 
limitat ,ons u*, such describe means « wo , ^ J ^ jn , 

variety of ways, including., by deswoi g inve ntion.- 1255 

^»^«^^^^ P °*^.^S. used by P« 
Officia, Oazette 140 (Feb. 5. 2002, Pedigree. w.c , .J, ™ 

bre eders, is a discing X^es^on by the 

breeding program to make the PH he Qenetjcs of PH6 ME are descnbed 

contribution to the PH6ME-darived progeny, and the genefc o 

hv ATCC deposit of PH6ME seed. By Siting the progeny to 2 or less crosses y 
by ATCC deposit or djstgnt|y re|ated t0 

from PHWE, the Examiner s — ^^uT sje Court c, Appeals for the 
PH6ME is address,* In E n o v, ^ ereed „ pto dedsiOT regardl „ 0 „ 

I! "en n so ho,ding. the cour. s,a,ed. • As me deposited seances are abou, 
Z Z L 1300 nuclides ,ong. ... * M <* «*»~ 

o L dlsited sequences, an unknown number of w«C might aiso meet me ciaime 
of (he depositee q ^ ^ . aslronom ,cal 

E ls invent from copyists who »u,d others maKe minor chan g to 
e ence and thereby avoid infringement w« stii, exploiting me benefits of E ~ 
nvention The defendants assert that such breadth is fata, to the adequacy o me 
^scr^n. On the other hand, because deposited 

hv virtue of a reference to their having been deposited, it may well be that venous 
hesitations, and matures of those sequences are also described to one 
„, sWll in.heart. We regard , ha, quest* as anissue o. fact^ 

The issue ol whether the progeny as now claimed satisfies the 

of ordinary skill in the art would 
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lnbre , as ^-TTS^^^ °" 

pages ,8-20. of the appl,cat,on. « ^ * used ,0 verify 

page 16, line 8. through page 17. line 2, of tne 
^er PH6ME is within the pedicle of aine. ^ 

Applicants n the influence of PH6ME 

any other means then through PH6ME seep y 

Jme progeny be removed - a tine ^J^^,, re9ardi „g 
„ the different P-£^£ ^ ^ to progeny to he o, g reat 

r r^r::~ i& ^ * ^ — * ^ 

^1"^ co U ,d —ily *f» ^J^^T 

th 7Z:lT,Z^ wo* no. .nany Way restrict the wor k of a breeder that d,d 
Z rlC. A breeder a ola,m mus. have made a <»-«» 

not m fact use rnoivic. pufiMEs desired charactenstics. 

Q dhrmf in order to obta n some orall of PHbMt s ue&u* 
cho.ce to use PH6ME in order . essentially a fact based inquiry 

romoliance with the written description requtrernent is sssenbauy 
Compliance wnn f the inve ntion claimed." Vas-Cath 

that will "necessarily vary depend.ng on the nature of the 

compliance witn m ™„,v<,«i the claims are drawn to only a limited 

(mlterj scope of the progeny claims. As amended, the cla 

scope of progeny, pr^eny which bu, for Appltan* «-» - « « » 

Keve existed. This is in harn^y w* «* statement ,n seCon 2,6 of me 

-, h e written description requirement prongs the progress of he 

e contra^ to me stated pu^ose of, heWnUendescdption regu,rem^ 

Appiicants point out that, to overcome the E*am,ners re,eCon. clarm ,4 ha 
been aided ,n a different manner. ~ ^ 

PH6ME traits retained by the progeny may be denved from s 
p^. To address this concern, Applicants have amended c,a,m sp 
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„« exhibited by other plants utilized in the 
the "at least im PH6ME traits' were not exhibited y 

development of said maize plant. ; ; ; : : additional written 

,„ addition to me progeny claims, *- famine, _ 
d esc,p,,on asunder 35 US.C,^.^^~ n ^ 

of the PH^IT ^ S - n one skilled in the at, ma, a 

option o. any ^ ^ ^J^n each inbred . Thus the Ft hybrid 
hybrid has a genome - one „ „. senetic profil e 

claimed contains essentially all of the alleles oik 
exhibited in the deposit would be exhibited in,he hybnd. The 

rrr rr:- — ^ . — —a. 
— o, ~- - ^1;:^== 

Applicants also submit to the E xam,ner*e journal adicle by Berry e a . 2002V Th 
rfdiscusses the probably of ider*ing ;.|e parents ot Ihe hybr,d by SSR 

o, inbreds for 53 out o, 54 hybrids. Applicants also pent out that any breeder 
linrill in the art will Know the Identttyof both parents used to produce a hybrid. 
" - that a Cairn to the * made with a debited 

.xpressjao— ed ^ ^S^ruT^S^ 

, E U ~f^^ n nan inb red plan, „ne prolects 

2001 ) when the Supreme Court wrote, v .a uu»*y m ^ 
he e as well as all hybrids produced by crossing ,ha, inbred w„h another plan. I,ne. 
' The Jxammer does on to reiec, Cains to PH5ME pianls former — 
tra „sgenes and single gene converts Under 35 U.SC 112. firs, paragraph. The 

than one ,ra. The morphoiogical and physiologic! ^"^ '^ ^ 
no, described. For example, a .ransgene thatjis a transcr.ption factor can effect mo 

than just one gene, and multiple traits." 
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, < ,™, s and s,ngle gene conversions are given in the 
A pp,icants note examples o, ..arts - ' |ine „. Even » 

specimen, page 21. » 16-31, and page 22 tn. 34 ^ ^ ^ 

more ^ one * affected hy the transg £ heg^ - ^ ^ 

— affected. ™ ^ :r P oin ( ou, tha, ,ey « no. 

While me Examiner is focu.ng on traits J« <*P g tho£e 

c ,a,m,ng so .road, as -^^SK.-- derived .ere.ro.. M 
**■ have made an enabling depos,. o, 

retain significant features of PH6ME. App» ; ^ ^ 

PH6ME with the ATCC. and Applicants are seeK.no a (a ,r s* e o 

qui d pro guo for the teaching in the speech an ~ 1 1 over 50,000 to 
insertion o, one or a few genes into a genome *a, ,ses,™ ed 

,0 and 47 They now inctude the fimlfattoh that the maize plant, or parts thereof, 
claims 30 and 47. They now nn. thereof, of Inbred line 

are essentially unchanged from the corresponding plant, or parts 

1 P A I 1994) the Board of Appeals stated. "Adeguate deschp,on under the first 
h o 35 U S C 112 does not support for the claimed invenhon. 

reqU es< reconsidera«on of the reieCon underthe f,rs, paragraph o, 35 U.S.C. 112. 
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* e piRST PARAGRAPH 
REJECTIONS UNDER 35 U.S.C. § 1". r , 12 „ pana graph. as 

S) Examiner rei ac.s claims V» *« 3 5 ^ ^ . way as 

,0 enabie one of s» in the art to which * R-t— • 

C ' a ' m£ „ he ATCC depos* number. The specification has a,so been 

paragraph of 35 U.S.C. 112. 

REJECTIONS UNDER 35 U.S.C. § 102 and 103 gs 

x > i ha) -riaims 149 are rejected under 35 U.S.C. wpj «j 
6) Examiner states that Cla.rr. M J ^ ^ jp 

anticipated by or in the alternative, under 35 U.S.C. 103(a) 

{U .S. Patent No. 6.118, 056). " ^ V j ^ ^ ^ jnbre(J maize , jne 

,„ col. 12, l.ne 7. Tabiel d-n* • » ^ ^ ^ similar t[aits . . 

— r; ; : ;:r^«ve *, 

relative maturity of 109 based on uw ^ ■ .; rr; , v , eaf Spot> for example 

har ve St moisture of grain, and above average > ^ ^ and seeds of 

(col . ,0. lines 52-62,. Mernatively. pan,, P an, a , a „ ^ 

. , t i ^ dui cm then t appears that Phitwi omy um^ 

OTfer t^TsTT^'^ have been amended ,0 Inciude Ihe ATCC 
Claims 1. 6. 21. 25. 37 pH1EM nor is PH6ME an 

number Appiicants again pent out ha, ^ ^ 

obvious variation or anticipated variation of PH1 EM 

section 2 of this response. 

Applicants have cancelled claims 45 and 46. 
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h ,er 1« was amazed to remove such words as excellen 
M sta ,ed ~ - «™ * also ^ t0 ir , clu de, -an, wherein sa,d * 
and -above average . The - « ^ ^ ^ p , ants uUlzei ,„ 

,eas, « PH6ME traits were denv * rom H<^ ^ ^ ^ „ 

„» devetopment of said marze plan The . phiEM nor is 

^ «nsr l02(eUnd 35 U-S.C. 103(a). 
14 under 35 U.S-C. 1UAe> an gnt of pgrts 

Applicants have amended ^^^^^^ 

le^rosse^to^lar^^ p)gnl ^ cr0SSes 

Cairns 17 and 36, as we., as * m ^^ , f an independent Cairn is non- 
awa yfromPH6ME. MPEP s^on 2143 03 states fan 

„ , i«r 103 then any claim depending therefrom is nonuuv.u 
obvious under 35 USC 103. then y Tne MPEP section 2116.01 

M7C , H1[171 5 M S P Q. 2d 1 596 (Fed, Cur. 1 988)- 1 ne mrcr 
Fine, 837 F.2d 1071. 5 U S P. _ ered when weigh in g the differences 

stateS> "M H— o a Ca m must e ^ of . 

between the claimed mvenfcon and the prror art 

I 1 "" "phIb M n , , P«E obv,ous over PH1EM then any plan, 

- * :r 

of PH6ME cannot be obtained by any means: other than by utilizing the 

PH6ME .. a .„-, n « and 43. Claim 41 has been amended 

Applicants have amended clams 41. 42. a ^ 
_ .. puBME-derived maize plant, or parts tnereoi, p 
and now reads. A PHbwiE aenvo PH6 ME Claim 41 clearly 

m e,hodo f c,a,m40.- ~ 

states that PH6ME must be - ^ ^ _ aw3 y (ro m P«ME. 

has been amended so that it does no / ph6ME 

limited by the use of PH6ME .n the inibal cross. One wou 
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^^W^^^^f^l 3 5 6,14.16.19, 

issuance of the patent 

, Tl , 0 attached page s captioned " VFHMuw q 
and claims by current amendment. The attached pag 

^T^MT^rn SHOW CHANGESMADE" 

outstanding issues. 



Respectfully submitted, 

Norman E. Williams 

David Lee Benson , 



Steven Callistein 

Reg. No. 43,525 
Attorney for Applicants 



Steven Callistein 

Pioneer Hi-Bred International 

7100 NW 62 nd Avenue 

PO Box 1000 

Johnston, lA 50131-1000 

(5l5)-254-2823 
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In the specification 



t „ .. e , ?1 was deleted and the 

„ pag e 53. .be entire -W* <*"** » " *~ 2 " 
dean paragraph as typed was inserted. 



Claims 45 and 46 were cancelled. 

„ 4SU111 2 13, 14. ,6. 17.^ 19.20, 21. 22. 23. 24. 25. 27, 30. 31, 
^ 35 £ 37 4a 41 : « 4, 47, 43. andj4 9 were amended as fellows. 

, fended, Seed of mai Z e inb.d line des,^--. 

Bne having been deposited under ATCC Accession No. [ _ 1 

, (Amended.The maize ptan. C d*. 2, said plan, Is n«^ "lele 

sterile. 

4 . (Am ended, A .issue cu,.ure of NgeneraS cells from me plan, o, Calm 2. 

frnm the tissue culture of claim 4, capable of 
6. fended, A ma,ze plan, regenerated fro™ £ «^ PWME, 

expressing al, the morphological and physio^ , 

representee seed of which have been deposed under ATCC Access,o 

PTA-4529 . 

. tended, The me.hod c, Calm 7 wherein ,,e inbred ma*e plan, of Calm 2, ^ 
.gSeren^^ is the Ifemale or] ma,e parent. 

, , — d, The « Plant, or parts .hereof, o, claim 2. wherein the plan, or parts 
L transformed so ,a, -eria, contains one or more 
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, ra nsgenes operably «ed * one or more regulatory ^ WBSW***** 



morej^nsgenes. 



, , (Amended) A ^ <°< ^ ^ "*» H* " hal ^'X;^ , With 
materia, one or more transgenes.) comprising crying me ma,ze ptant of » » 
^ Tr Ina Pian, o, another maize W i or a ™» P- o, - 

CLe so ma, the genetic materia, ot the progeny tha, res.it from the cross 
contains the transgene(s) operably linked to a regulatory element ]. 

,3. (Amended) -Maize plants) E^sjz^ or parts thereof, produced by the 

method of claim 12 

,4 (Amended) A maize plant, or parts thereol^hereln at leas, one ancestor o, said 
maize plan, is the maize plan, of Calm 2, said maize pian. expressing a comb,nat,on 
at ,eas. two ROME .raits y^reM»S*«^^ 
desninedaube^^ 

To^liit^^Iws selected from the group consisting of: a relatrve maturity 
of [approxima.elyl 109 based on the Compare Relative Maturity Kating System for 
harvest moisture of grain, [excellent) grain; yield, [excellent, Fusarium Ear Mold 
resistance, [above average) Gray Leaf Spot resistance, [above average, — Lea 
Blight resistance, [above average) brittle stafeesistance. [above average) andar*ia 
MM* *k resistance [, and adapted to the Centra, Corn Belt, Northwest. Northcerrtra. 
Northeast. Western, and D^lands regions of She United States] • nnrt wherem 
,. r . ^ PHfiME nn, exhibited by other plants utilized ip the development g j 

Raid_ maize plant - 

16 (Amended) The [ma-ze plant breading program] method of daim 1 5 where.n plant 
breeding techniques are selected from the group consisting of: recurrent selects, 
bac.cross.ng, pedigree breed.ng, restriction fragment , e ngth polymorphism enhanced 
selection, genetic marker enhanced selection, and transformation. 

17 (Amended) A maize plant, or parts thereof -produced by the method of claim 15 

Jr^it^™ 

y^jjTH^Pi^ MF as a progenitor . 
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18. (Amended) The maize [plants] giant, or parts thereof, of claim 2, further comprising 
one or more single gene conversions. 

19. (Amended) The [single gene conversion^)] maize plant of claim 18, wherein [the] at 
least one single gene conversion is a dominant allele. 

20. (Amended) The [single gene mnwrKionfsfr malze plant of claim 18, wherein [the] at 
least one single gene conversion is a recessive allele. 

21. (Amended) A maize plant, or parts thereof, having all the physiological and 
morphological characteristics of inbred line PH6ME, representative seed of said line 
having been deposited under ATCC accession No. [ _ ] PTA-4529. 

22. (Amended) The maize plant of claim 21,;Wherein said plant is manipulated to be 
male sterile. 

23. (Amended) A tissue culture of [regenerate] cells from the plant of claim 21 . 

24. (Amended) A tissue culture according to:claim 23, [the] cells or protoplasts of the 
tissue culture being from a tissue selected from the group consisting of leaves, pollen, 
embryos, roots, root tips, anthers, silks, flowers, kernels, ears, cobs, husks, and stalks. 

25. (Amended) A maize plant regenerated from the tissue culture of claim 23, capable 
of expressing all the morphological and physiological characteristics of inbred line 
PH6ME, representative seed of which have been deposited under ATCC Accession No. 
[_ 1 PTA-4529 . 

27. (Amended) The method of claim 26 wherein [the inbred maize plant of claim 21] said 
different inbred parent maize plant is the female [or male] parent. 

30, (Amended) The maize plant, or parts thereof, of claim 21 , wherein the planter 
parts thereof, [have been transformed so that its genetic material contains one or more 
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31 (Amended) A method for producing a maize plant [that contains in its genet* 
materia, one or more transgenes,] comprising crossing the maize plant of c.a,m 30 with 
[either] a second plant of another maize line [, or a non-transformed maize plant of the 
line PH6ME, so that the genetic material of the progeny that result from the cross 
contains the transgene(s) operably linked to a regulatory element!. 

32. (Amended) [Maize plants] The maize plant; or parts thereof, produced by the 
method of claim 31. 

33 (Amended) A PHBME-derived maize plant, or parts thereof, wherein at least one 
ancestor of said maize plant is the maize plant of claim [21] 2. and wherein the pedigree 
^irt pHfiMF-HorivPri ma.ze plant is within ? or Ipss crosses to a plant jgtjwjhan 
pmrmf or a nlant that has PH6 M^^jarogMlitg!: [said maize plant expressing a 
combination of at least two PH6ME traits selected from the group consisting of: a 
relative maturity of approximately 109 based on the Comparative Relative Maturity 
Rating System for harvest moisture of grain, excellent grain yield, excellent Fusanum 
Ear Mold resistance, above average Gray Leaf Spot resistance, above average 
Northern Leaf Blight resistance, above average brittle stalk resistance, above average 
artificial brittle stalk resistance, and adapted to the Central Com Belt, Northwest. 
Northcentral. Northeast, Western, and Drylands regions of the United States]. 

35 (Amended) The [maize plant breeding program] method of claim 34 wherein plant 
breeding techniques are selected from the group consisting of: recurrent selection, 
backcrossing, pedigree breeding, restriction fragment length polymorphism enhanced 
selection, genetic marker enhanced selection, and transformation. 

36 (Amended) A maize plant, or parts thereof, produced by the method of claim 34 
„hPr.in the method ^nrk S5 2 or les s c r osses to a plant othor than PH6ME or a pla nt 
that has PHP MF as a progenitor. 
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3T (Amended, A process .or producing inbred PH6ME, representative seed of which 
have been deposed under ATCC Accession No. [ 1 £1*4522. «*"«"»■ 

(a) planting a collection of seed compnsing seed of a hybrid, one of 
whose parents is .nbred PH6ME said collection also comprising 
seed of said inbred; 

(b) growing plants from said collection of seed; 

(c) identifying said inbred PH6ME plants; 

(d) selecting said inbred PH6ME plant; and 

(e) controlling pollination in a manner which preserves the homozygosity 
of said inbred PH6ME plant. 

40. (Amended) A method for producing a PH6ME-derived maize plant, comprising; 

(a) crossing inbred maize line PH6ME, representative seed of said line 

having been deposited under ATCC Accession No. [ J PJA; 

4529 , with a second maize plant to yield progeny maize seed; 

(b) growing said progeny maize seed, under plant growth conditions, to 
yield said PH6ME-denved maize plant. 

41 . (Amended) A PH6ME-derived maize plant ; or parts thereof, produced by the method 
of claim 40 [, said PH6ME-derived maize plant-expressing a combination of at least two 
PH6ME traits selected from the group consisting of : a relative maturity of approximately 
109 based on the Comparative Relative Maturity Rating System for harvest moisture of 
grain excellent grain yield, excellent Fusarium Ear Mold resistance, above average 
Gray Leaf Spot resistance, above average Northern Leaf Blight resistance, above 
average brittle stalk resistance, above average artificial brittle stalk resistance, and 
adapted to the Central Com Belt. Northwest. Northcentral, Northeast, Western, and 
Drylands regions of the United States]. 

42. (Amended) The method of claim 40, further comprising: 

(c) [crossing] selfina or sibbing said PH6ME-derived maize plant [with 
itself or another maize plant] to yield additional PH6ME-derived 
progeny maize seed; 

(d) growing said progeny maize seed of step (c) under plant growth 
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conditions, to yield additional PH6ME-derived maize plants; 
(e) repeating the [crossmg] semng. and growing steps of (c) and (d) [from 
0 to 5 times] to generate further PH6ME-derived nwe plants. 

43. (Amended) [A, The. further [denved maize plant] r^ME^^e^. or 
parts thereof, produced by the method of claim 42. 

47 (Amended) The ma,ze [plants] fife*, or parts thereof , of claim 21 , further comprising 
one or more single gene conversions.whjeie^^ 

oecP nt ia l,v unchanc y ^ th. .nrresoondinn hfaiit or parts thereof of inbred l.ne 
PH6ME. 



48. (Amended) The [single gene conversion(s)] 
ipaftt nne single gene conversion is a dominant 



maize plant of claim 47, wherein [the] a_t 
allele. 



49. (Amended) The [single gene conversion^)] ma^lant of claim 47. wherein [the] at 
iflast one single gene conversion is a recessive allele. 
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